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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)S Responsive to communication(s) filed on 29 June 2006 . 
2a)(3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Qt/ay/e, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-10 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IE Claim(s) 7-5 and 8-10 is/are rejected. 

7) M Claim(s) 8J_ is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 28 June 2004 is/are: a)S accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 1 1 9 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) The invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-2, 5, 8 and 10 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Kitamura et al (US 6,139,639). 

With respect to claim 1, Kitamura et al discloses (see Abstract, Figs 1-3, columns 
7-8, starting line 61) a material application apparatus that applies a material from a 
discharge port of the nozzle along a predetermined movement track on the surface 
while performing relative displacement of a surface of workpiece disposed on a base 
and a nozzle with respect to each other (a coating machine with lifting mechanism 26 
and servomotor 1 8 for relatively moving the die 40 and the substrate on a table 
respectively to produce coating within a predetermined coating area), wherein the 
discharge port is formed into a non-circular configuration (rear lip 60 shaped into a 
downward slope 72 inclined towards the outlet 66) and capable of forming bead having 
a sectional configuration in which the height is larger than 0.9 times the width; wherein 
the distance between the discharge port and the surface is 1 .5 -3 times the height (see 
column 14, lines 7-30, Fig 3) and the nozzle is parallel to the surface; and the bead is 
elongated in a line parallel to the surface (see Figs 2-3). It is well known in the art in the 
application of viscous materials onto a substrate with a die or nozzle that the height and 
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width of a bead dispensed from the nozzle depend on the types of shims used. For 
instance - Hadzimihalis et al (US 4,844,004) teaches (see column 3, lines 15-28, Fig 3, 
claim 7) that the height and width of the beads of material dispensed from the nozzle 
may be easily varied by simply changing from one shim to another. Kitamura et al 
teaches the use of shim to adjust the gap of the slot (see column 13, lines 23-28, by 
adjusting the gap with different type of shims, different sizes of bead can be dispensed). 
As such Kitamura et al's applicator or die is capable of forming beads having a sectional 
configuration in which the height is larger than 0.9 times the width by exchanging 
different shims. 

As to claim 2, Kitamura et al discloses (see Abstract, Figs 1-3, columns 7-8, 
starting line 61 ) a material application apparatus for applying a material to a surface of a 
workpiece disposed on a base and a movement means for relatively moving the 
application means along a predetermined movement track on the surface so as to apply 
the material into a bead configuration (a coating machine with lifting mechanism 26 and 
servomotor 18 for relatively moving the die 40 and the substrate on a table respectively 
to produce the material into a bead configuration). Furthermore, Kitamura et al 
discloses (see Fig 1) an application means (coating machine) including a syringe 
(syringe pump 44), a nozzle (die 40) connected to the syringe (syringe pump 44), and a 
nozzle (die 40) adapted to rotate (see column 8, lines 22-24 and column 12, lines 45-51 
for actuators rotating die) in the peripheral direction (a driving mechanism positioning 
the substrate in the desired area including peripheral edge of the substrate, see 
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columns 7-8, starting line 61 ) while the syringe is not rotated in the peripheral direction 
thereof. 

Regarding claim 5, in Kitamura (see Fig 2) the nozzle is rotatable in the 
peripheral direction (desired area) by a motor provided with an output shaft (guide rods 
within a casing 28) positioned parallel to the nozzle (40) and by a drive force 
transmission member (die holder 32). 

As to claim 8, Kitamura et al's device is capable of using material having a 
viscosity of 10000 cP-400000 cP in degree of viscosity, and to 4-10 in thixo-index. 

Regarding claim 10, Kitamura discloses (see Fig 3 and column 14, lines 20-30) 
the space distance between the discharge port and the surface is set to around 1 .2-10 
(overlapping the claimed gap of 1 .5-3) times as the coating thickness (height of the 
bead). 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
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under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

5. Claims 3 and 4 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Kitamura et al (US 6,139,639) in view of Hosogaya et al (US 5,634,976). Kitamura et al 
discloses (see column 8, lines 9-24) a rotatable nozzle (die 40), wherein the first end 
portion precedes the second portion throughout the movement track. However, in 
Kitamura et al a discharge port of the nozzle formed into a profile in which the first end 
portion positioned at the front side is wider than the second end side positioned at the 
rear end side and the rotation of the is not taught. Hosogaya et al discloses (see Fig 2) 
and a nozzle 2 having a discharge port in which the first end portion positioned at the 
front side is wider than the second end side positioned at the rear end side. It would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to include a discharge port of a nozzle having structure wherein the first end portion 
positioned at the front side is wider than the second end side in Kitamura et al to 
prevent the film thickness from becoming irregular as taught by Hosogaya et al (see 
Column 2, lines 21-26). 

6. Claims 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kitamura 
et al (US 6,139,639) in view of Maeda et al (US 4,692,351). Kitamura et al discloses a 
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controller (computer 54) controlling the positioning of the nozzle (die 40) and the 
substrate relative to each other, which is capable of controlling the discharge rate of the 
material from the discharge port by controlling the operation of the pump (44). 
However, the discharge speed or rate of the material and the relative displacement 
speed of the surface and the nozzle adapted to coincide with each other is not taught in 
Kitamura et al. In any event, it is well known in the art to control the discharge rate of 
the material from the discharge port relative to the displacement speed of the surface 
and the nozzle wherein the discharge speed or rate of the material and the relative 
displacement speed of the surface and the nozzle adapted to coincide with each other, 
such as shown by Maeda et al (see Abstract, Fig 6 and column 4, lines 44-68). It would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to maintain the discharge speed or rate of the material and the relative displacement 
speed of the surface and the nozzle coinciding with each other to uniformly apply 
coating material as desired. 

Allowable Subject Matter 

7. Claims 6-7 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

8. The following is a statement of reasons for the indication of allowable subject 
matter: see reasons for allowance described on the action mailed 1 1/17/2005. 
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Response to Arguments 

9. Applicant's arguments filed 06/29/2006 have been fully considered but they are 
not persuasive. Applicants argue that Kitamura et al's die is not a nozzle applying a 
material from a discharge port and recites the dictionary definition of a nozzle (see 
Remark page 2). Examiner respectfully disagrees because Kitamura et al's die (40) 
applies material from a discharge port (see Fig 3) and is considered to be equivalent to 
an application nozzle. Furthermore, it is well known in the art to interchangeably use 
nozzle as a die; for instance as evidenced by Ganzer et al (US 2005/0271806), see 
paragraph 17, lines 4-5. 

With respect to the argument that Kitamura's applicator or die is not capable of 
forming a bead having a sectional configuration in which the height is larger than 0.9 
times the width. Examiner respectfully disagrees because Kitamura et al's die is 
capable of forming beads having a sectional configuration in which the height is larger 
than 0.9 times the width. As explained in the rejection above Kitamura et al teaches the 
use of shim to adjust the gap of the slot (see column 13,lines 23-28). It is well known in 
the art to use different types of shim to vary the height and width the beads. For 
instance, Hadzimihalis et al teaches such features (see column 3, lines 15-28). As 
such, Kitamura et al die is capable of forming bead having the claimed sectional 
configuration depending the type of shim used. Additionally sectional configuration of 
the bead is intended use of the apparatus, which does not impart patentability to the 
claimed apparatus. 
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A claim containing a "recitation with respect to the manner in which a claimed apparatus 
is intended to be employed does not differentiate the claimed apparatus from a prior art 
apparatus" if the prior art apparatus shows all of the structural limitations of the claim Ex parte 
Masham, 2 USPQ2d 1647 (Bd. Pat. App. & Inter. 1987) Furthermore, "expressions relating 
the apparatus to contents thereof during an intended operation are of no significance in 
determining patentability of the apparatus claim." Ex parte Thibault, 164 USPQ 666,667 
(Bd. App. 1969). Thus, the "inclusion of material or article worked upon does not impart 
patentability to the claims." In re Young, 75 F.2d 966, 25 USPQ 69 (CCPA 1935) (as 
restated in In re Otto, 312 F.2d 937, 136 (USPQ 458, 459 (CCPA 1963)). 

As to the argument that Kitamura et al's nozzle is not adapted so as to be 
rotatable in the peripheral direction, in using the Kitamura et al's apparatus, the die is 
able to rotate with adjustment actuators 38a and 38b which rotates the die holder (32) 
around a rotational axis (see column 12, lines 45-51 ). As such, structurally Kitamura et 
al's die is adapted to rotate or is made fit to rotate or is capable of rotating. 
Furthermore, the language used after the word "adapted" is considered to be an 
intended use of the nozzle (see applicants' claim 2, line 7 and claim 5, lines 2-3), which 
does not impart patentability to the claimed apparatus. 

10. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
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shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yewebdar T. Tadesse whose telephone number is (571 ) 
272-1238. The examiner can normally be reached on Monday-Friday 8:00 AM-4: 30 
PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chris Fiorilla can be reached on (571 ) 272-1 187. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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